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DETAILED ACTION 

The RCE is acknowledged. 

The following rejections are withdrawn: 

• The prior 112 rejections. 

• Claims 1-8, and 10 rejected under 35 U.S.C. 102(b) as being anticipated by Takeuchi et al. 

• Claims 1-8, and 10 stand rejected under 35 U.S.C. 102(b) as being anticipated by Takemoto. 

• Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Aral et al. as 
previously set forth in the 6/14/07 Office Action. 

• All 103 rejections in view of Rosenkranz. 
The following rejections are applied: 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 2, 4-7, and 10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Instant Claims 2, 5, and 10 are not clear because the structure is not clear. Careful 
revision is necessary to put the claims in proper form to convey the scope of the invention as 

Applicant intends. Particularly, it is not clear if "the paper "referenced in claim 2 and the 
impregnated paper" in claim 5 fiirther comprises separate impregnated papers as in another layer, 
or reference both first and second impregnated papers, because the impregnated blocking layer is 
not comprised of an impregnated paper (i.e. "base material comprises a second impregnated 
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paper "). Thus, it's not clear how many layers are present. It appears the phrases lack antecedent 
basis while attempting to create a new layer or ingredient, but relying on one paper in one layer 
which is confusing (because the blocking layer and impregnated paper layers are different). It is 
not clear if there is an additional second paper layer within the blocking layer. Claim 10 has 
similar issues with the base material, it is not clear if there is an addtional base layer in addition 
to the one already mentioned in claim 1. Thus the overall structure for Claims 2, 4, and 10 is not 
clear. 

4. Further to Claim 6, this amendment is confusing as it is not clear how - "an independent 
blocking layer" further limits the blocking layer. The blocking layer is a layer so it is already 
independent. Further the blocking layer is comprised in the surface resin layer which makes it 
dependent it appears. The language is ambiguous. Similar issues exist with Claims 4-7. 



Double Patenting 



5 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

6. Claims 1-8, and 10 stand rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-3 of U.S. Patent No. 6514624 to Takemoto in view 
of Takeuchi et al, and over claims 1-10 of US 6558799 to Takeuchi in view of Takemoto. 

7. Takemoto teaches the same structure as instant claim 1 except the primer layer between 
the pattern and surface layer is not recited as a blocking layer, however because it is in the same 
position, and below the surface resin layer of curing resin, it functions as a blocking layer. See 
patented claims. The substrate of Takemoto is not claimed, however, Takeuchi teaches 
impregnated paper substrates (implying two and second paper). It would have been obvious to 
one having ordinary skill in the art to have modified the claims of Takemoto to envision a 
blocking layer and impregnated paper substrate because Takeuchi teaches the same order, using 
similar materials and the paper substrate is conventional for decorative materials (5:1-60, 
Examples, and all patented claims). Takeuchi essentially teaches all the same elements and order, 
but teaches curing layers in three layers, one may serve as a blocking layer, and the substrate of 
impregnating paper is missing. Takemoto teaches an impregnated paper in Example 1 as a 
suitable substrate. It would have been obvious to one having ordinary skill in the art to have 
modified the decorative material of Takeuchi because Takemoto teaches impregnated paper in 
Example 1 as a suitable substrate, thus using more than one is obvious to fiirther support the 
decorative material. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the dirrci cnccs bciw eenthe subject matter sought to be patented and the prior art are 
such that the subject matter as a \vht)lc \v duIcI have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-8, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takemoto in view of Malina et al. 

Takemoto teaches per instant claim 1 (currently amended), a decorative material 
comprising a surface layer (3, 2b, 2a, FIGs. 2-3 and associated text/ patented claim 1) and a base 
material layer (1, FIGs. 2-3 and associated text/ patented claim 1, first impregnated paper) 
laminated and integrated on a rear surface thereof, wherein the surface layer comprises at least a 
surface resin layer (3, FIGs. 2-3 and associated text/ patented claim 1) comprised of a ionizing 
radiation curable resin, an impregnating blocking layer (sealer 4, patented claim 1, 6:49-68 - 
impregnating two part urethane resin into substrate 1 , thus functioning as impregnated blocking 
layer) for inherently blocking an ooze out of an uncured material (uncured from the upper layer) 
of a thermosetting resin, and an impregnated paper layer formed by a paper impregnated with the 
thermosetting resin and cured (1, FIGs. 2-3 and associated text, impregnated with same resin), 
laminated from a surface side; at least an uppermost surface of the base material layer comprises 
the impregnated paper layer (1, FIGs. 2-3 and associated text); and a pattern ink layer (2, FIGs. 
2-3 and associated text). Primer layer 5 functions as an independent blocking layer, that is not 
impregnated as its of a coat of acrylic and urethane resins (7:40-63). Takemoto employs a two- 
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component urethane resin as the ionizing impregnating resin (6:55-60). Claims 1-8 are 
addressed. To instant claim 10, see 7:63-8:20, further that it is to be adhered is intended use. 
Takemoto doesn't teach a second impregnated paper. 

Malina teaches a similar decorative material wherein any number of impregnated papers 
including and showing at least two below the substrate in FIG. 1 for balancing and depending 
upon the application the number of sheets are varied. See Abstract, 13: 1-60. 

It would have been obvious to one having ordinary skill in the art to have modified the 
bottom impregnated paper by supplying an additional second impregnated paper for balancing 
and variation dependent upon the end application as taught by Malina cited above. 

14. Claims 8-9 and 1 1-12 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takemoto in view of Malina et al. and fiirther in view of Rosenkranz et al. 

The combination is applied above teaching the claimed invention. 

Takemoto explicitly teach a two component urethane resin as per Claims 8-9 and 11-12. 

Rosenkranz teaches a two component urethane acrylate impregnating resin (2: 3 1-42) 
comprised of alkylene oxides, such as ethylene oxide (3:1-33) in the B component for 
impregnating to strengthen textile webs and coloring purposes. 

It would have been obvious to one having ordinary skill in the art to have modified the 
decorative material of the combination to include a urethane acrylate resin comprising ethylene 
oxide as claimed because Rosenkranz teaches a two component urethane resin assists as an 
impregnate used in webs for strengthening and coloring purposes (Abstract, 2: 31-42, 3:1-33). 
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Response to Arguments 

Applicant's arguments filed 06/05/08 have been fully considered but they are not 
persuasive. 

Applicant's arguments with respect to all applied references have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicant argues the Double Patenting, 102, and 103 rejections on the grounds that the 
amended second impregnated paper is not taught, however, this is obvious for supporting 
decorative material as recited above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAMRA L. DICUS whose telephone number is (571)272-1519. 
The examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained trom the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Milton I. Cano/ Tamra L. Dicus /TLD/ 

Supervisory Patent Examiner, Art Unit 1794 Examiner 

Art Unit 1794 

July 31, 2008 



